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"Article  16.1 of the TRIPS Agreemen t only provides for a negative right to prevent all 
third parties from using signs in certain circumstances." 7 

8.  The Panel in Australia – Tobacco Plain Packaging , citing the Panel in EC – Trademarks and 
Geographical Indications , clarifi ed that Article 16.1 d oes not establish a right to use the registered 
trademark:  

"The text of the provision does not formulate any other right of the trademark owner, 
nor does it mention the use of  the registered trademark by its owner.  

… 
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"Article  16.1 of the TRIPS Agreement sets out the minimum right which Members 
must provide to the owners of registered trademarks and which they may also ma ke 
available on the basis of use.  It is a right for trademark owners to prevent c ertain 
uses.  The Panel takes note that trademark owners are not able to exercise their right  
to prevent use of a GI after GI registration. However, Australia has not explain ed why 
the trademark owner's right to prevent use implies a right to object to GI registration.  

"Article  15.5 provides for a right of objection to registration of a trademark but there 
is no corresponding provision in Part II regarding the registration of  a GI .  There are 
provisions on the acquisition and maintenance of intellectual property rights, including 
GIs, in Article  62.  These specifically refer to related inter parte s procedures such as 
opposition, revocation and cancellatio n, in paragraph 4, whi ch is cross- referenced in 
paragraph 5. The opportunity or right to object forms part of an opposition procedure.  
However, Article  62 lies outside the Panel's terms of reference." 10    

11.  The Panel in Australia – Tobacco Plain Packaging  rejected an argument th at causing the 
instances in which "likelihood of confusion" may arise to be  reduced constitutes a violation of 
Article 16.1:  

" If, as the complainants' claim, the TPP measures  result in situations where such 
'likelihood of confusion' no longer occurs with respect to certain tobacco -related 
trademarks, then the circumstances foreseen in Article  16.1, and against which 
Members must provide protection under this provision, have no t arisen.  

There is nothing in the text of the first sentenc e of Article  16.1 to s uggest – as the 
complainants imply – an obligation by Members not only to provide protection where 
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obligated to refrain from regulatory conduct that might impa ir a trademark owner's  
ability to maintain the distinctiveness of a sign in order to satis fy the 'likelihood of 
confusion'  criteria. " 12  

13.  In rejecting the claim, the Panel concluded:  

"This confirms our view that, in the absence of a positive right to use a tr ademark, 
regulatory me asures that do not affect the negative right to prevent infringing u ses 
are not prohibited by Article  16. Conversely, measures that do  constrain the right to 
pre vent provided in Article  16.1 do violate  the Agreement – whether they do so 
incidentally or dir ectly. However, the negative Article  16.1 right to prevent infringin g 
uses does not extend to an entitlement to maintain or extend the distinctiveness of an 
indi
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In light of the above, we find that the obligation to give a legally operative meaning to 
all the provisions in Section 2  of Part II of the TRIPS Agreement  harmoniously, 
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owne rship of a trademark. Granted, under United States law, the registration of a 
tradema rk does confer a prima f acie  presumption of the registrant's ownership of the 
registered trademark and of the registrant's exclusive right to use that trademark in 
comm erce.  But, while we agree with the Panel that the presumptive owner of the 
 registered  trademark must be enti tled, under United States law, to the exclusive 
rights flowing  from Article  16.1 unl ess and until the presumption arising from 
registration is successfully challenged through court or administrative proceedings, we 
do not agree with the European Communitie s'  evident equation of registration with 
ownership." 18    

1.3
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trademark status of individual trademarks, or to provide a "minimum opportunity" to 
use a trademark in the market. " 20  

21.  In Australia – 
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