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1  ARTICLE 20 

1.1  Text of Article 20 

Article 20 
 

Other Requirements 
 

 The use of a trademark in the course of trade shall not be unjustifiably encumbered by 
special requirements, such as use with another trademark, use in a special form or use in 
a manner detrimental to its capability to distinguish the goods or services of one 
undertaking from those of other undertakings. This will not preclude a requirement 
prescribing the use of the trademark identifying the undertaking producing the goods or 
services along with, but without linking it to, the trademark distinguishing the specific 
goods or services in question of that undertaking. 

 
1.2  General, including burden of proof 

1. In determining its overall approach to the examination of the complainants' claims, including 
the allocation of burden of proof, the Panel in Australia – Tobacco Plain Packaging noted that 
Article 20, on its face, does not prohibit as a matter of principle all measures that impose 
encumbrances upon the use of a trademark in the course of trade. Rather, it disallows only those 
special requirements that "unjustifiably encumber" the use of a trademark in the course of trade. 
The structure of the first sentence of Article 20 suggests that it establishes a single obligation, 
rather than an obligation and exception thereto. The commitment that Members have undertaken 
under the terms of Article 20 is thus to not "unjustifiably encumber[] by special requirements" the 
use of a trademark in the course of trade.1 As regards the allocation of burden of proof, the Panel 
concluded that: 

"[I]n line with the general principles on burden of proof in WTO dispute settlement as 
confirmed by the Appellate Body on a number of occasions, the initial burden of proof 
is not borne by the respondent to show that any encumbrances it has adopted are 
justifiable. We conclude, therefore, that it is for the complainants to present a prima 
facie case that the TPP measures amount to special requirements and that the use of 
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a trademark in the course of trade is unjustifiably encumbered by these 
requirements."2 

1.3  Article 20 

1.3.1  "special requirements" 

2. The Panel in Australia – Tobacco Plain Packaging, in considering the extent to which 
prohibitions on the use of a trademark may constitute "special requirements" within the meaning 
of Article 20, first noted that "the plain meaning of the term 'requirement' does not imply 
permitting a certain action or behaviour, to the exclusion of banning or prohibiting certain 
actions".3 The Panel then proceeded to provide an interpretation of the term "special 
requirements": 

"The elements above suggest that the t
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under Article 20. This might be the case in particular if a readily available alternative 
would lead to at least equivalent outcomes in terms of the policy objective of the 
challenged measure, thus calling into question whether the stated reasons sufficiently 
support any encumbrances on the use of trademarks resulting from the measure."31 

20. In Australia – Tobacco Plain Packaging, Honduras argued before the Appellate Body that the 
Panel erred by not considering it necessary for a Member, when imposing special requirements, to 
opt for a less trademark-encumbering special requirement if such is available and provides an 
equivalent contribution. The Appellate Body rejected Honduras' argument: 

"Honduras' suggestion that the encumbrances imposed by special requirements 'must 
at least be 'necessary' in order to be 'justifiable'' presupposes that the standard of 
'unjustifiability' under Article 20 should be at least equivalent to the standard of 
'necessity'. As noted, the use of the term 'unjustifiably' in Article 20, as opposed to 
other provisions of the TRIPS Agreement, which refer to the concept of necessity, 
indicates that the degree of discretion granted to Members through the term 
'unjustifiably' is higher than it would have been, had a term conveying the notion of 
'necessity' been used. Therefore, we do not consider that the test of necessity, which 
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the use of different terms within a covered agreement has been interpreted as 
implying a deliberate choice designed to convey different meanings. … Conversely, the 
use of the same term in different contexts does not necessarily imply a complete 
identity of meaning. 

… 

In Article 20 of the TRIPS Agreement, the 'kind or degree of connection or relationship 
between the measure under appraisal and the state interest or policy sought to be 
promoted or realized', as the Appellate Body puts it, is expressed through the use of 
the term 'unjustifiably'. … We note that the term 'necessary', by contrast, is used in a 
number of other provisions of the TRIPS Agreement, namely in Articles 3.2, 8.1, 27.2, 
39.3, 43.2, 50.5 and 73(b), as well as Article 11(3) of the Paris Convention (1967) 
and Article 17 of the Berne Convention (1971) as incorporated by reference into the 
TRIPS Agreement. The term is also used in paragraphs 1 and 3 of Article 31bis of the 
TRIPS Agreement, as well as in paragraphs 1(a) and 2(b)(i) of the Annex to the 
TRIPS Agreement. The term 'unnecessarily' is used in Article 41.2 of the 
TRIPS Agreement. In our view, this context supports the implication of a deliberate 
choice of a distinct term 'unjustifiably' in Article 20. We do not consider, therefore, 
that the term 'unjustifiably' in Article 20 of the TRIPS Agreement should be assumed 
to be synonymous with 'unnecessarily'."34 

1.4.1  Article 17 

23. The Panel in Australia – Tob
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