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6. MONSANTO’S BT COTTON PATENT, INDIAN COURTS AND 

PUBLIC POLICY 

Ghayur Alam∗ 

ABSTRACT 

T his Paper prima rily deal s with an unansw er ed su bsta ntia l 

ques tio n of patent law that has a risen in In dia.  The ques tio n 

is  whether an inve nte d Nuc leic Acid Sequ enc e after bei ng 

inser ted into a se ed or pla nt bec o m es part of the se ed or th e 

plant . If an sw er i s in  the affirm a tiv e, said inve ntio n i s  no t 

patenta ble un der Sec tio n 3 (j) of the (Ind ia n) Patent s Act 1970, 

whic h ex c ludes fro m patenta bi lit y, inter alia , plants, seeds, or 

any part thereo f. If answ er is in th e negativ e, sai d inven tio n is 

patenta ble. Answ er wi ll det erm i ne the fate of patenti ng of 

suc h i nvent io ns i n th e fiel d of agr o -bio tec hno lo gy. Pro blem is 

that the qu estio n has mo ved fo rth and bac k like pen dul um 

fro m one co urt to ano ther but i n vain.  This pap er s eeks to 

addre ss thi s  que stio n in l ight of th e dec isio n s of India n co urts. 

Furt her, th is paper see ks to addre ss a po lic y que stio n: 

whether statuto ry ex c lusio n  of plants, see ds or any part 
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The pro blem i s that th e quest i o n of patenta bili ty of the 

claim ed inve ntio n ha s mo ved li ke a pen dul um 4 fro m one 

co urt to ano ther but in vain.  Prima facie judic ia l a nsw er by t he 

co urt of first i nsta nc e 5 was that an inve nt ed NA S i s a r esu lt of 

human int erv ent io n and ing enu i ty and is no t a pro duc t of 

nature; henc e,  it is paten ta ble. W herea s, th e answ er g iven by 

the app ella te co urt 6 was that by virtue of the pro v isio n s of 

Sec tio n 3 (j), an inve nte d NA S aft er bei ng i nse rted i nto a seed 

bec o m es part of the see d; henc e,  it is no t pat enta ble. The 

Supr em e Co urt of India ( he rei n a f ter , ‘ Suprem e Co urt ’ ), set 

aside t he answ e r of appella t e co urt. The Su prem e Co urt also 

remande d th e case fo r ex pe ditio us trial a nd dis po sa l to the 

co urt o f first i nsta nc e. As a re sult, answ er of th e co urt of fir st 

insta nc e i s the only judic ia l ans w er to the questio n, prima 

facie tho ugh.  

The ques tio n of patenta bi lity of claim ed inv entio n ha s arise n 

in a case 7 for infringem en t of patent 8 filed by Mo nsa nto 

a gainst In dia n s eed co mpa nies ( herei na f ter,  ‘ I ndia n 

co mpa nies ’ ). The case was fil ed befo re t he Si ngle Ju dge of 

Delhi Hig h Co urt –  co urt of first in sta nc e. On 30 Marc h 2016 ,9 

 

seeds, or an y part the reof is explic i tly exc luded b y s 3 (j) of the 

Patents Act, hence are no t paten tabl e.  
4 There is a three -tier jud icial h ierarch y in India. At the lowest le vel 

there ar e subord inate courts includ in g District Courts wi th def ined 

terri toria l, subject matte r and pecuni ary jurisdi ction. At the middle 

level there are h ig h cour ts with def in ed juris
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Monsanto Technology LLC v Nuziv

https://www.business-standard.com/article/markets/sc-overturns-delhi-hc-ruling-grants-bt-cotton-patent-to-monsanto-119010801126_1.html
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already ex p ired on 4 Novemb er 2019. 21 Hope fo r an an sw er, 
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v.  I ndia n co mpa ni es obtain ed appro v a l of Genetic 

Engine erin g Appro v a l Co mmitt ee (GEAC) const it ute d 

und er Rul es 28 for co mmerc ia l rel e a se of new Bt. Cotto n 

hybri d see ds.  

vi.  I ndia n co mpa n ies pro duc e d Bt. cotto n hybrid see ds in 

mass scale an d so ld t he same to I ndia n farm ers.  

vii.   Sub -lic ens e agreem ent can be t ermina te d, inter alia, f or 

no n- payment of trait  val ue. Part i es co ntin ue d ad heri ng to 

the te rms an d co nditio n s of agree m ent inc l udi ng payment 

of trait value as per th e sti pula tio ns of agreem e nt.  

viii.  I n the mea ntim e, the Go ver nm ent of India a nd severa l 

State Go ver nm ent s iss ue d no tif ic a tio ns 29 on the pric e 

c o ntro l of co tto n seeds, fix ing m ax im um sale pric e, trait 

value and seed val ue. Complia n c e to no tif ic a tio ns was 

made obliga to ry on th e lic en so r and lic e nse e.  

ix.  I ndia n co mpa nie s wro te to Mo nsa nto to a bid e by th e 

no tif ic a tio ns an d acc ept payment of trait value  as no tif ied 

by Go vernm en ts. Monsa n to refu sed an d termi na ted t he 

agreem e nt.  

x.  T ra it value fix ed by the Go vern m ents was sub sta ntia lly 

less er than the t rait valu e sti pula ted in the ag reem e nt.  

xi.  T he Go vernm en t of India estim a te d that In dia n 

co mpa nies paid Mo nsa nto app ro x im a tely INR 1,600/ - 

Cro re (INR 16 Billio n) more in ex c ess of actua l tra it valu e 

fix ed by vario us State Go ver nm e nts.  

Disp ute s  betw ee n Mo nsa nto and the India n co mpa nies wo uld 

no t have aris en ha d Mo nsa n to acc eded to th e re que sts of the 

India n co mpa n ies to abi de by no tif ic a tio ns iss ued by 

Go vernm ent s. Monsa nto no t onl y termina te d the a greem ent 

unila t era lly but also filed app lic a t io ns befo re the co urt of first 

insta nc e se ekin g inj unc tio n a n d sui t fo r infri ngem ent of 

patent, tra dem a rks a nd passi n g off a ctio n against In dia n 

co mpa nies. In re spo ns e, Ind ia n co mpa nies co nteste d t he 

applic a tio n and suit and fil ed co unter
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validity or othe rw ise of claim s 25 – 27 with o ut tr ial. Sing le 

Judge dec i ded the app lic a tio n fo r grant of ad interim  

injunc tio n.  

The f irst rea so ning of th e Sing le Judge ap pea ls to a sen se of 

justic e. In his opinio n,  vali dity of the patent can only be 

dec ide d after hea ring on mer its a nd fo rma l pro o f,  partic ula rly 

ex pert opin io n whic h i n co mplic a ted matter s like pate nts may 

be cruc ia l. 32 This reaso ni ng is clea rly right. The vali dity of a 

patent, be it r elate d to patenta ble subj ec t matte r, novelty, 

non- obvio usne ss, or utility, raise s mix ed questio n s of law and 

fac t. In other wo rds, a patent infring em ent suit can no t be 

dec ide d witho ut trial a nd in t he absenc e of ex pert opin io n, 

ex amina tio n and cro ss -ex amina ti o n.    

Seco nd rea so ning of Si ngl e Jud ge was as und er:  

Prima facie the amendm ent of 2005 repeale d S ec tio n  533 

fro m the statute bo o k alto gether, the co nc lusio n to be 

draw n fro m suc h legisla t iv e changes nat ura lly bein g that 

the embar go on grant of patents to ‘pro duc ts’  of bio lo gic a l 

or mic ro bio lo gic a l pro c esses th er eby sto o d remo v ed. 34 

The a bo v e reaso ni ng  ha ngs in t he air and suff ers fro m a lo gic a l 

hiatus fo r the fo llo w ing rela te d reaso ns. First, it is an 

establ ish ed pri nc ipl e of statuto ry co nstruc tio n that a statute 

must be read as a who le, sec tio n by sec tio n and clause by 

clause. The Sin gle Ju dge rea d th e pro v isio ns of the repea led 

sec tio n witho ut givi ng due weig ht to the pro v isio ns of Sec tio n  

3(j). Seco nd, it was imp era tiv e on the part of the Si ngl e Ju dge 

to ask what was the field co vere d  by the re pea l ed s ec tio n. But 

he did no t do so. The f ield co vered  by the re pea le d sec tio n 

was only limit ed to the gra nt of pro c ess pat ent s an d no t 

pro duc t pat ent s  to certa in ch emi c a l subs ta nc es of ina nim a te 

 
32 Monsanto v Nuziveedu (Del HC) (n 5) 185 -186, para 97. The 

Suprem e Court affirm ed the firs t re asoning of the Sing le Judg e; 

Monsanto v Nuziveedu (SC) (n 15) 385, para 7.  
33 Patents Act (n 2),  s 5 read s :  

Inventions where only methods o r process es of manufactu re 

patentable :  

(1) In the case o f inven tions —  

(a) claim ing substances intend ed for use, or capable of be ing used, 

as food or as medic ine or d rug, or  

(b) relating to substanc es prepare d or produced by chem ical 

processes (inc luding allo ys, opti cal gla ss, sem i -conductors and inter -

nature. On t he other hand, th e fie ld co vered  by Sec tio n  3(j) of 

the Patent s Act belo n g s  to the wo rld of anima te objec ts , 

ex c luding on ly mic ro o rga nism s . Third, the Ju dge i nvo ked 

ex pla na tio n to Sec tio n 5. Explana tio n at be st i s an inte rna l a id 

to interpre ta tio n and do e s no t contro l the mean ing an d sco pe 

of sec tio n . Moreo v er, ex pla na tio n to Sec tio n  5 did no t emplo y 

the wo rd ‘pro duc t’ it merely ex pla ine d the mea nin g of 

chemic a l pro c ess to inc lude bi o c hem ic a l, bio tec hno lo gic a l 

and mic ro bio lo gic a l pro c esse s. Furthe rm o re, ex pla na tio n to 

Sec tio n  5 di d no t emplo y th e ter m  ‘bio lo gic a l pro c esses’ but 

the Ju dge read it. Four th, embargo of Sec tio n 5 was 

spec if ic a lly on gran t of pro du c t patent s i n th e fie ld of 

pharm a c eut ic a ls. Foreig n pha rm a c eutic a ls were lo bby ing fo r 

pro duc t pat ent s on pharm a c eut i c a ls. India n pharm a c eutic a l s 

w ere lo bbying agai nst pro d uc t patent on pharm a c e utic a ls. 

Foreign pharm a c eut ic a ls wo n. As an interim m eas ure, India 

intro duc e d a mai l bo x system of ex c lusiv e mark etin g ri ght s i n 

the year 1999 by ame nd ing t he Patents Act. 35 31 Decembe r 

2004 was the last date f o r intr o duc ing th e pro duc t pat ent 

regim e i n all field s of tec hno lo gy inc ludi ng pha rm a c eutic a ls. 

India did so by r epea l ing Sec tio n 5. The p urpo se of repea ling 

Sec tio n 5 was by no means to make every pro duc t an d 

pro c ess eligi ble fo r gra nt of pa tent. Th e p urpo s e was to 

intro duc e a pro duc t pat ent reg im e fo r all fields of tec hno lo gy 

witho ut any disc rim ina tio n w hat so ev er. Fift h, a wel l -kno w n 

princ i ple of pate nt law is t hat t h e pro d uc t or pro c ess to be 

eligi ble fo r gran t of pat ent must satisf y al l t he r eq uirem e nts  

of patent law. The f irst and fo rem o st req uirem ent of 

patenta bility is that the pro d uc t or pro c ess mu st be elig ible 

fo r grant of a patent. In other wo rds, the pro duc t or pro c ess 

must no t fall in the pro h ibit ed catego ry of no n- patenta ble 

metallic com pounds), no pa tent s hall be granted in respect of claim s 

for th e substan ces them selves, but claim s for the methods or 

processes o f manufacture shall be pa tentable.  

(2) […]  

Explanation –  For purpos es o f th is section, ‘chem ical proce sses’ 

i ncludes bio chem ical, biotechno l og ical and microbiolog ical 

processes.’  

s 5 was repealed by th e  Patents  (Amendm ent) Act 15 of 2005, s 4 

with effe ct from 1 January 2005.     
34 Monsanto v Nuziveedu (Del HC) (n 5) 187, para 103.  
35 The Patents (Amendm ent) Act 17 of 1999 (India).  
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subjec t matte r. Eve n if a pro du c t or pro c ess  meets all the 

requi rem e nts of pat enta bility but one, non- fulf i llm en t of one 

requi rem e nt i s eno ugh to kil l a 
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gro upin g’  canno t be equate d with a single pla nt. 
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answ er in affirm a tiv e and de c la red Mo nsa n to ’ s patent 

invalid.  

The f irst rea so nin g of the Divi sio n Benc h was that , ‘ [r] ep ea l of 

Sec tio n 548 me ant t hat pro c es s or pro duc ts, that otherw i se 

meet the t est of pate nta bi lity are nevert hele ss as a matte r of 

publ ic po lic y, ineligi ble fo r pate nt pro tec tio n by virtue of 

Sec tio n  3(j).’ 49 This reaso ni ng of t he Divi sio n Be nc h a nd t h e 

sec o nd rea so ning of the 
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Th e th ird rea so ning of the Divi sio n Benc h was that ‘Mo nsa nto 

has no t depo sit ed t he mic ro o rga nism with the I nter na tio na l 

Depo sito ry Autho rity in t erms o f Artic le 7 of the Bu dape st 

Treaty 51 and Sec tio n 10 (4)52 of the Patents Act.’ 53 Depo siti n g 

of mic roo rga nism is a co nditio n prec ede nt fo r grant of patent 

on inventio n s invo lv in g bio lo gi c a l mat eria l un der Sec tio n 

10(4)54 of the (India n) Patent s Act.  

The f o urth reaso n ing of th e Divis i o n Benc h was as un der:  

[T ]ra nsgen ic plants with the i nte gra ted Bt. trait, pro duc ed 

by hybri diz a tio n (that qual if ies as ‘ essen tia lly bio lo gic a l 

pro c ess’  … ) are ex c lud e d fro m pate nta bil ity with in the 

purv iew of Sec tio n  3(j), and Mo ns a nto canno t ass ert pate nt 

right s over the gene t hat has thu s been i nteg ra ted i nto the 

gene ra tio ns of trans gen ic plant s. 55 

Hybridiz a tio n by cro ss- po lli na tio n  of transgen ic plants with 

the int egra te d Bt. trait with th e India n variet ies of co tto n 

plants is an ess entia lly bio lo gic a l pro c ess,  as it do es no t 

invo lv e an invent iv e ste p. Cro ss -po lli na tio n is a natura l 

phe no m eno n. Nat ura l pheno m ena are no t patenta ble. 

Essentia lly bio lo gic a l pro c esses a re ex press ly ex c luded fro m 

patenta bility by Sec tio n  3(j) . 

The f ifth reaso n ing of the D ivis io n Benc h was, ‘NAS onc e 

inser ted in t he see d bec o m es part of the seed thro u gh t he 

pro c ess of nature, and no step of human interv en tio n can 

imped e suc h tran sf er of the seq u enc e.’ 56 Sinc e s eed s, who le 

or in part, ar e ex c lu ded fro m pate nta bil ity by  Sec tio n  3(j), this 

observ a tio n of th e Div isio n Be nc h is i n t une with t he statu to ry 
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law , 
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In the li ght of the a nalysi s of the ju dgm ent s of the Singl e Jud ge 

and Divi sio n Be nc h, th e arg um ent s of India n co mpa nie s se em 

to outw eigh the argum ent s of Mo nsa nto. How ev er, th e 

Supr em e Co urt dec i ded no t to de c ide th e rival co nte ntio ns of 

parties and reman d e d th e case t o the Singl e Ju dge fo r trial , 

observ in g, ‘[T ]he co unter -claim f o r revo c a tio n of the patent 

as unpate nta bl e, was neither arg ued no r adjudic a t ed by the 

learne d Singl e Ju dge.’ 67 The Supr em e Co urt did no t agre e 

with th e ap pro a c h of th e D ivi sio n Benc h. Jur isd ic tio n of 

Divisio n Be nc h was co nf in ed to he ar the a ppea l agai nst ord ers 

passe d by th e Si ngl e Jud ge on t he int erim ap plic a tio ns. The 

Divisio n Benc h ha d  ex c e ede d its j uris dic tio n and t heir  dec isio n 

witho ut  juris dic tio n was  a nul lity in law. The Su p rem e Co urt 

set asi de th e dec i sio n of Divisio n Benc h observ i ng,
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otherw ise , ther e wo ul d have be e n at least an opinio n of the 

Supr em e Co urt on prima facie  val idity or oth erw ise of paten t. 

The Su prem e Co urt f urth er obse r v ed as under :  

We have co nsider ed t he re spec t iv e subm issio n s made on 

behalf of the parti es. Tho ugh v e ry elabo ra te s ubmi ssio ns  

have bee n made with regar d to fac ts and the tec hnic a l 

pro c esses invo lv e d in th e pat ent i n qu estio n, . . .  in view of 

nature of the order pro po s ed t o be pa sse d, we do no t 

co nsider it nec es sa ry to deal with th e sam e at thi s sta ge, 

and leav e open al l que stio ns of fac ts and law to be urged 

fo r co nsidera tio n in a ppro pr ia te pro c eedin gs. 73 

As no te d abo v e, the Sup rem e Co urt did no t ex pres s any 

opinio n on the sub sta nt ia l qu esti o n of law. On the one hand, 

the Si ngl e Jud ge prima facie  answ ered t he quest io n in t he 

neg ativ e, i.e. an inve nte d NA S aft er bei ng i nsert ed i nto a seed 

or plant do es no t bec o m e part of seed or plant. On the other 

hand, th e Divisio n Be nc h ans w ered in affirm a tiv e. The 

a ppro a c h of the Singl e Judg e on applic a tio n of substa ntiv e 

patent law seem s to b e very w eak , but on app lic a tio n of 

pro c edura l pate nt law , the Si ngle Judg e was clearly righ t. On  

the app lic a tio n of sub sta ntiv e pat ent law, the ap pro a c h of the 

Divisio n Benc h i s clinc hi ng , but o n applic a tio n of pro c edura l 

patent law it is clear ly erro neo u s and also again st the basic 

princ i ples of justic e a nd fair nes s. M ix ed quest io n s  of law and 

fac ts canno t be dec i de d witho ut a trial and heari ng .  

We are at sea fo r fo llow ing tw o reaso ns. On e, the answ er to 

the su bsta nt ia l que stio n of law, given by the Divi sio n Benc h, 

is no mo re a n an sw er aft er t he de c isio n of the Suprem e Co urt. 

Two, there is a stro ng po s sibi lity that the prima facie answ er 

given by th e Sin gle Ju dge on app li c a tio n of substa nt iv e pat ent 

law may be reversed after tria l. A m o o t questio n is: if plant or 

any part of the plant is no t elig ible fo r patent but stil l the 

Patent Offic e has grant ed a pat e nt, can the pate nte e of suc h 

 
73 Monsanto v Nuziveedu (SC) (n 15) 389, para 18.  
74 TRIP S Ag reem ent (n 41) art 27.3(b).  ‘Mem bers may also exc lude 

from patentabi lit y…plants and anim al s other than micro -org anism s, 

and essentia lly b iolog ical proce sses for the p roduct ion o f plan ts or 

anim als other than n on- biolog ical and microbiol og ical pr ocesses. 

However, Mem bers shall provi d e for the prote ction of p lant 

an inventio n pr ev ent th ird pe r so ns fro m repro duc ing th e 

plant co nta in ing the pate nted NAS? If so, will it no t amo unt 

to indirec t pat enti ng of statuto ril y ex c luded su bjec t matter? 
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The Su prem e Co ur t knew t hat pat ent is go ing to ex pi re with in 

a few mo nths, on 4  November 2019.  Instea d of reman din g the 

https://www.thehindubusinessline.com/profile/author/GT-Gujar-Bhagirath-Choudhary-CD-Mayee-134885/
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